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Office Action Summary 


Application No. 

09/675,619 


Appiicant(s) ^.^..^^tL 
CASTELL ET AL. 


Examin r 

Lisa Lea-Edmonds 


Art Unit 

2835 





~ r/i MAILING DATE of this communication app ars on the cover sheet with th correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 2 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 ;1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and wili expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication,, even. if timely filed; may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 23 April 2003 . 
2a)S This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except forjonmal matters, prosecution as to the nierits is 

closed in accordance with the.practice underfxpaAife Quayle, 1935,C.D: 11, 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 7. 12. 16.17.20-22.25 and 26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claimfs) 12. 17.22.25 and 26 is/are allowed. 

6) 13 Claim(s) 7. 16. 20. 21 is/are rejected. 
?)□ Clalm(s) is/are objected to. 

8) 0 Clalm{s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or bjQ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

11) 0 The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 the oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. §§ 1 1 9 and 1 20 

13) n Acknowledgment is made Of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 

a)nAII b)n Some* c)n None, of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 



1) 
2) 
3) 



Notice of References Cited (PTO-892) 

Notice of Draflsperson's Patent Drawing Review (PTO-948) 

Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



4) 
5) 
6) 



Interview Summary (PTO-413) Paper No{s). 

Notice of Informal Patent Application (PTO-152) 
Other: 



U.S. Patent and Tradennark Office 

PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 1 1 
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Art Unit: 2835 

DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention-was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

2. Claims 7, 16, 20, 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Inkinen in view of Taylor et al., and further in view of Chadima, Jr.. With respect to 
claims 7, 16, 20, and 21 , Inkinen teaches a wireless network adapter (200) comprising 
wireless communication circuitry encased in a shell comprising a modulator (424) 
configured to produce a transmit signal suitable for conveying data on a wireless link, 
and a demodulator (425) configured to produce a base band signal that conveys 
information received via a wireless link, wherein the shell is a detachable molding 
element of an electronic device; and a bus connector (101 ) adapted to couple the 
wireless communication circuitry to an expansion bus when the shell is attached to an 
outer surface of an electronic device having and expansion bus as claimed (see for 
example column 4 line 13 through column 1 1 line 23). However, Inkinen lacks a clear 
teaching of the use of a radio modem as claimed. The apparatus of Taylor et al, is 
relied upon for it's teaching of a radio modem *that can be built into the host unit or 
attached to a host unit through a PCMCIA or similar port. The radio modem of Taylor 
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comprises a bus interface, a base band controller, and a radio transceiver that combine 
to modulate data onto a radio frequency carrier signal as claimed (see for example 
column 6 line 20 through column 12 line 47). Inkinen also lacks a clear teaching of the 
antenna being shaped into a company logo as claimed. The apparatus of Chadima, Jr. 
is relied upon for if s teaching of an antenna being shaped into an ornamental 
arrangement such as a company logo (see for example the abstract). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to 
incorporate the teachings of Taylor et al. into the teachings of Inkinen to clearly teach 
the use of a radio modem as claimed. Also, it would have been obvious to one skilled in 
the art to incorporate the radio modem of Taylor into the radio module of Inkinen as it is 
well known in the art that a "modem" is a means of modulation and demodulation which 
allow a computer to transmit and/or receive information over a telephone line or by 
wireless means such as inferred (IR) or an antenna. It also would have been obvious to 
one of ordinary skill in the art to shape the antenna into any ornamental arrangement so 
as to conceal the antenna given the teachings of Chadima, Jr.. 

Response to Arguments 
3. Applicant's arguments, see page 8 line 1 1 through page 9 line 1 7, filed 04/23/03, 
with respect to the antenna of Chadima, Jr. that forms part of a company logo have 
been fully considered and are persuasive. The rejections of claims 9 and 13-15 have 
been withdrawn. With respect to applicant's request to restart the reply period, 
applicant is directed to MPEP § 710.06, which states, "if the error is brought to the 
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attention of the Office 5 weeks after mailing the action, then the Office would set a new 
2-month period for reply. 

4. In response to applicant's argument that the antenna of Chadima, Jr. that forms 
part of a company logo, the test for obviousness is not whether the features of a 
secondary reference may be bodily incorporated into the structure of the primary 
reference; nor is it that the claimed invention must be expressly suggested in any one or 

N. 

all of the references. Rather, the test is what the combined teachings of the references 
would have suggested to those of ordinary skill in the art. See In re Keller, 642 F.2d 
41 3, 208 USPQ 871 (CCPA 1 981 ). 

5. In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necelssarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1971). . / . 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date.of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Lea-Edmonds whose telephone number is 703- 
305-0265. The examiner can normally be reached on 6:30 am to 3:00 pm. If attempts 
to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Darren Schuberg can be reached on 703-308-4815. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-305-3431 for 
regular communications and 703-305-3432 for After Final communications. Any inquiry 
of a general nature or relating to the status of this application or proceeding should be 
directed to the receptionist whose telephone number is 703T305r1 782. 



Lisa Lea-Edmonds 

Examiner 

Art Unit 2835 



July 30, 2003 




the United States Patent and Trademark Office 
has changed certain mailing addresses! 

Effective May 1, 2003 

Use the address provided In this flyer after May 1, 2003 for any correspondence with the 
United States Patent and Trademark Office (USPTO) in patent-related matters to 
organizations reporting to the Commissioner for Patents. 

DO NOT USE the Washington DC 20231 and P.O. Box 2327 Arlington. VA 22202 addresses 
after May 1 2003 for any correspondence with the USPTO even if these old addresses are 
indicated in' the accompanying Office action or Notice or in any other action, notice, matenal; 
fonn. instnjction or ofAjer information. 

Correspondence in patent-related matters to organizations reporting to the Commissioner 
for Patents must now be addressed to: 




Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 




Special iVIail Stop designations to replace Special Box designations 

Also effective May 1 , 2003, the USPTO is changing the special Box designations for ;^ . 
Patents and Trademarks to corresponding Mall Stop designations (e.g.. "Box 4 will now be 

"Mail Stop 4"). ' 

For further infonnation, see Correspondence with the United States Patent and Trademark 
Office, 68 Fed. Reg. 14332 (March 25, 2003). A copy of the Fee/era/ Reg/sfer notice is available 
on the U SPTO's web site at httD://www.usDto.aov/web/menu/current.html#reqister ^ \ 

A listing of specific USPTO mailing addresses (See Patents - specific) will be available - 
on the USPTO's web site on April 15, 2003 at httD.//www.us Pto.aov/main/contacts.htm 

Persons filing correspondence with the Office should check the rules of practice, the Official 
Gazette or the Office's Internet Web site ( www.uspto.qov ) to determine the appropnate address 
and Mail Stop Designation (if applicable) for all correspondence being delivered to the USPTO 
via the United States Postal Service (USPS). 

Questions regarding the content of this flyer should be directed to the Inventor Assistance 
Center at (703) 308-4357 or toll-free at 1-800-786-9199 



REVISED AMEPTOMENT PRACTICE: 37 

COMPLIANCE IS MANDATORY ^ Effective Date; July 30; 2003 ; 

All amendments filed on or after the efFectiye d^te: noted aboveniust comply with revised 37^ 1.121. See Final 
Rule: Changes To Implement Electron^ 

3861 1 (June 30, 2003), posted on the Office's website at: http://www:uspto;gov/web/Datents/ifw/ 
with related information. The ajnendirient practice;set forth in revised 37 GFR' 1.1 21, an4^^^^ 
the voluntary revised amendmenV format availatt applicants since February 2003. NOTE: STRICT 
COMPLIANCE WITH THE REVISED 37 CFR 1.121 IS REQUIRED AS OF THE EFFECTIVE DATE (July 
30, 2003). The Office will notify applicants of amendnients that are not accepted because they ^o not comply with 
revised 37 CFR 1 .121 via a Notice of Non-Compliant Amendnlent- See ^4PEP 714.03 (Revi 1, Feb: 2003). The non- 
compliant section(s) will have to be corrected and the entire corrected section(is) resubmitted within a set period; 

Bold underlined italic font has been used belb^i^ to hiehnshi the major differences between }/te revised 37 CFR 

L121 and the voluntary revised amendment format that applicants could use since February. 2003, 

Note: The amendment practice for reissues and reexamination proceediiigs, except for drawings, has not changed. 

REVISED AMENDMENT PRACTICE 

L Begin each section of an amendment document on a separate sheet: 

Each section of an amendment document (e.g., Specification Amendnients, Claim Amendmen^^^^^^ 

Amendments, and Remarks) must begin on a separate sheet. Starting each separate section dri a new page will 

facilitate the process of separately indexing and scanning each section of an amendment docunient for pj^^^ 

image file.;wrapper.^",,;,.^. ■ ^ v'^^-' '.■■"^■■'i',' - ' . v---^:' 

IL Two versions of amended partfsY no longer required: : ^ 
37 CFR 1.121 has been revised to no longer;require two versions (a clean version and a marked up version) of * 
acb replacement paragraph or section, or amended claim. Note, however, the requirements for a clean 
version and a marked up version for substitute soecifications under 37 CFR 1.125 have been retained. 

A) Amendments to the claims: 

Each amendment document that includes a change to an existing claim, cancellation of a claim or submission of a new 
claim, must include a complete listing.of all claims in the application. After each claim number in the listing, tlie 
status must be indicrated in a parenthetical expressipn, and the text of each pending claim (with markings to show ^ 
current changes) must be presented. The claims in the listing will replace all prior claims in the application. 

(1) The current status of all of the claims in the application, including any previously canceled, not entered or 
withdrawn claims, must be given in a parenthetical expression following the claim number using only one of 
the following seven status identifiers: (original), (currently amended), (canceled), (withdrawn), (new), 
/previously presented) and (not entered). The text of all pending claims, includine withdrawn claims, must 
be submitted each time any claim is amended. Canceled and not entered cXd^ms must be indicated by only 
the claim number and status, without presenting the text of the claims. 

(2) The text of all rJaim^: hein^ currently amended must be presented in the claim listing with markings to indicate 
the changes that have been made relative to the immediate prior version. The changes in any amended claim 
must be shown by underlining (for added matter) or strikethrough (for deleted matter) with 2 exceptions: ( 1 ) 
for deletion of five characters or fewer, double brackets m ay be used fcg.. fferoorll); and (2) if 
strikethroueh cannot be easily perceived fe^e,, deletion of the number *'4" or certain punctuation marks), 
double brackets must be used (e.g.: 11411). As an alter native to usine double brackets, however, extra 
portions of text may be included before and after text beine deleted, all in strikethroush, followed by 
includine and underlining the extra text with the desired cltanse fe.z. number 1 as number 14 as ). An 
accompanying clean version is not required and should not be presented. Only claims of the status "currently 
amended," arid "withdrawn" that are being amended, may. include markings. 

(3) The text of pending claims not being currently amended , includine wit hdrawn claims, must be presented m 
the claim listing in clean version, /.e., without any markings. Any claim text presented in clean version will 
constitute an assertion that it has not been changed relative to the immediate prior version except to omit 
markings that may have been present in the immediate prior version of the claims. 
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(4) Axlaim beiog^ahceledmust^bH the^iaim lisitirigiWith^theStatUS^i^^ 

cl^im must not be presented, Proyiding.anjnstriiction to.cancelsis optionali/. = i •. • , v •. ■ .- 

• , (5) Aijy ^^sadded by amendraentimustl^/^entediin^fhe^Maini H the 

;(6) ^'vofthe (Claims in,tfe^ 

or not entereci, clair^ nlay^be aiggr^gate 

Example of Jilting orclainisf^e^or^^^^ - ' 



^Slaims l-5f<Mnc|led),;-ii 

Claini 6Xpreviousiy prbsiented)^ budicet Willi a HMidle! 
Claim 7 (withdrawn). A handle.comprising an elongated Wire: ; ^ V •. ' • 
Claini .8 (^yithdra^vp): The handle pf claim,? further pomprising a plastic ;grip; , 
Claim 9 (currently amended):.A bucket witK:a gt^ blue jiMdleiv "; ,V r ^ 
Claim 10 (original): the bucket of claim 9 where irt 'tihe handle il rta^^^^ 



-i J- 



Claim I I (canceled) 
Claim 12 (not entered) 
Claim 13 (new): A bucket with plastic sides and bottom 



.'it - At,.- _ , 



B) Amendmenteto the sbccificatidn: 
: Amendments'tb^ th^ specification, including the absti^t, mi^tl^e rn^e by presenting a replacement pai^raS : 
section or abstract marked, up to show changes made relative .tp the immediate prior version: An accompanying clean 
version isnotrequired,^d should not Represented 

(instead o^a "lep^c^ent abstiact), mustnot be:underiin6d<^ ^ 
separate sheet, 37 CFR 1;.72. If a substitute sp«:ification is being siibmitted fo amendments ^ 

both a clean versipn (which will be entered) and a marked up version must be submitted as per 37 CFR1.125. ' 

The Changes in any replacement paragraph or section, or substitute specification must be shown by underlinineyfoi-' 
added matter) or strikethrough (for deleted matter) with 2 exceptions: . ( 1 ) for deletion of five characters or f^r. 
double brackets maybe usedf e.f'., f/eroorfn; and ( 2) if strikethrou^h cannot b<riasUv^erceiveii(e.9.. deletiiin'n^ 
the number 4 or certain punctuation mark s ), double brackets niusit be used (e.e.. 11411). As an alternative to 
usmg double brackets, however, extra portions of text mav be included before and after text beinP deleted, nllir. 
strikethrough, followed by includine and und e rlinine the extra text with the desired chan9e (e > number 1 as 
■ number 14 as) ■ ' ~ — 

C) Amendments to drawing figures: 

Drawing changes must be made by preseming replacement figures which incoipofate the desired changes and which 
comply with 37 CFR 1.84. An explanation of the changes made must be presented'either- i A the di^wing amendments 
or remarks, section of the amendment, and mav be ac companied bv a marked-uo copy of one or more of the Heures ' 
being amended, with annotations. Any replacement drawing sheet must be identified in the too marpiri a^ - 
"Replacement Sheet" and include all of the figures appearing on the immediate prior version of the sheet, even 
though only one figure may be amended. Any marked-up (aknotated) copy showine changes must he labeled 
"Annotated Marked-up Drawings" and acco m pany the replacement sheet in the amendment fe.9.. as an annendiv) 
The figure or figure number of the amended drawing(s) must not be labeled as "amended." If the changes to the 
drawmg figure(s) are not accepted by the examiner, applicant will be notified of any required corrective action in the 
next Office action. No further drawing submission will be required, unless applicant is notified. 

Questions regarding the submission.of amendments pursuant to the revised practice set forth in this flyer should be 
directed to: Elizabeth Dougherty or Gena Jones, Legal Advisors, or Joe Narcavage, Senior Special Projects Examiner 
Uttice ot Patent Legal Administration, by e-mail to patentpractice@iisDto.gov or by phone at (703) 305-1616. 
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